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REMARKS 

Applicant submits this paper in response to an office action mailed on February 2, 2005 
for the above-referenced application. Applicant respectfully requests a one-month extension of 
time and submits concurrently herewith a form request and the request fee. Applicant respectfully 
requests reconsideration and allowance of the pending claims 21-38 and 52-60. Claims 21, 25, 
26, and 34 have been amended; and claims 39-51 have been canceled. 

Preliminarily, Joshua Kaplan, Samuel Lee, and the undersigned thank the examiner for 
granting a telephonic interview on May 2, 2005. Applicant appreciates the examiner for his time. 

By the amendments presented, claims 21 and 25 have been amended to clarify that the 
recited methods include (i) "using a web browser process at the remote user's computer," (ii) a 
network web site serving a web server process, and (iii) "receiving through the web browser 
process the chosen pre-selected portion of the pre-recorded products at the remote user's 
computer." Claims 26 and 34 have been amended to clarify that the recited system claims 
include (i) a networked central host web server, (ii) a request by a remote user using a web 
browser, and (iii) central host web server hosting a web site that enables receipt of the video 
product through the web browser process. Support for these amendments are provided in the 
specification and drawings, inter alia . Figure 34B, Figure 35, Figures 38-42, Figures 46-50, and 
Figures 52-57. In view of adequate support for these amendments, apphcant submits that no new 
matter has been added by these amendments. 

Section 103 rejection of claims 2L 23. 24, 26-29, 34. 38. 53, 56, and 59 

Claims 21, 23, 24, 26-29, 34, 38, 53, 56, and 59 have been rejected under 35 U.S.C. § 103 
as unpatentable over Tsevdos et al. (USPN 5,734,719) in view of an article describing a service 
called eShop ("eShop Brings Dynamic Retailing to the hitemet," Business Wire, 7/13/1995). In 
regard to independent method claim 21, the examiner asserts that Tsevdos (i.e., abstract. Figs. 1, 
15, 17, 24, and 26) discloses all of the elements of method claim 21 except for providing user 
identification data to the central computer (prior to previewing the video products) to track the 
users progress through the web site.' The examiner relies on the Business Wire article about 



^ Applicant notes that, in the order process of Tsevdos, a customer may insert a membership card into a reader. (See 
Tsevdos at col. 17, lines 2-8.) 
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eShop for this deficiency by referring to page PA00634, which purports to teach automatic 
customer tracking of a customer's web site visit to record merchandising information for 
customized promotions on a next visit to the web site. The examiner asserts that it would have 
been obvious to a person of ordinary skill in the art at the time of the invention to include in 
Tsevdos tracking of customer usage of the web site, because this gathered information produces 
better targeted promotions that strengthen their customer relations by not providing information 
that is not of interest to the buyer. In regard to claim 23, the examiner refers to Figure 1 1 of 
Tsevdos for teaching a central device having a plurality of compact disc - read only memory, ha 
regard to claim 24, the examiner refers to Figures 4 and 5 of Tsevdos for teaching a central 
storage device having a RAID array drive. 

In regard to independent system claim 26, the examiner references his analysis in claim 21 
and asserts that the combination of Tsevdos and the Business Wire eShop article teaches the 
elements of this claim by referencing the examiner's analysis in claim 21 . In regard to claim 27, 
the examiner references his analysis of claim 26 and asserts that Tsevdos teaches that the portions 
of plurality of different pre-selected pre-recorded video products are identified and called from 
the central storage device using unique product codes. In regard to claim 28, the examiner 
references Figure 28 of Tesvdos for teaching a machine executable program of instructions that 
provides a purchasing process comprising receiving from, the user an order for purchasing at least 
one video product and recording the order for processing. In regard to claim 29, the examiner 
references his analysis in claim 26 asserting that Tsevdos teaches a machine executable program 
of instructions that provides a listing process comprising providing the user with dynamic lists of 
the preselected portions of the plurality of different pre-recorded video products that have been 
previewed the most. 

In regard to independent system claim 34, the examiner references his analysis in claim 21 
and asserts that the combination of Tsevdos and the Business Wire eShop article teaches the 
elements of this claim. In regard to claim 38, the examiner references Figure 29 of Tsevdos for 
teaching the recited demographic information. In regard to claims 53, 56 and 59, the examiner 
references Figures 29-38 of Tsevdos for teaching the recited step in claim 53 of gathering 
customized market research information and the recited system in claims 56 and 59 having an 
executable program of instruction that provides a customizable market research process. 
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Applicant respectfully traverses these rejections, as applied to amended claims 21, 26, and 
34. Applicant directs the examiner's attention to independent claims 21, 26 and 34, which all 
require a web site (or interaction with a web site), a web browser (or web browser process) and a 
web server (or web server process). For example, independent method claim 21, as amended, 
requires "using a web browser process at the remote user's computer to establish a 
telecommunications link to a network web site served by a web server process" and "receiving 
through the web browser process the chosen pre-selected portion of the pre-recorded products at 
the remote user's computer." Similarly, independent system claims 26 and 34, as amended, 
require a "networked central host server hosting a web site, " "a request by a remote user using a 
web browser," and "a central host web server hosting a web site that enables receipt of the video 
product through the web browser." This requirement of utilizing a web browser (or web browser 
process) to communicate with a web site hosted by a web server (or web server process) is 
described in applicant's specification in a preferred embodiment. (See present application, inter 
alia, from page 12, line 17 to page 15, line 18, Figure 34B, Figure 35, Figures 38-42, Figures 46- 
50, and Figures 52-57, which show a web browser). For example, a preferred embodiment 
utilizes the following hardware and software to maintain or interact with a web site: (i) a STI 
Silicon Graphics Unix Server to control basic operations of the web site and includes http 
protocol for generating a web page, and (ii) static HTML script files to provide users with the 
different web pages. (See present application, page 13, lines 12-25.) 

In contrast, Tsevdos fails to teach or even suggest the use of a web site (or interaction with 
a web site), a web browser (or web browser process), or a web server. Rather, Tsevdos teaches 
direct communication links from the retail store to servers physically located at local, regional, 
and master sites. (See Tsevdos, Abstract, col. 3, lines 34-54, from col. 9, line 30 to col. 11, line 
28, and Figures 1-3.) As a result, Tsevdos teaches communication architecture that is 
significantly different from the present claims. For example, Tsevdos teaches servers at multiple 
sites and software for client-to-client communications. Tsevdos, therefore, fails to teach or 
suggest all of the requirements of claims 21, 26 and 34, as amended. 

The addition of the eShop article ("eShop Brings Dynamic Retailing to the Internet," 
Business Wire, 7/13/1995) to Tsevdos does not correct this deficiency. First, the eShop article 
does not enable the skilled artisan on how to practice the features discussed. The article 
superficially teaches that certain things can be done without teaching how these features are 
practiced, because the software was proprietary. Furthermore, the World Wide Web was at its 
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infancy in mid- 1995. Accordingly, the eShop article provides no information on how to transfer 
the teachings of Tsevdos (purported by the Examiner) concerning a proprietary network to a web 
site available on the Internet. 

More importantly, another published article regarding eShop teaches away from 
combining eShop with Tsevdos. A second eShop article ("eShop Names First Partners for Online 
Retailing Service," hiformation & Interactive Services Report, 7/28/1995, copy enclosed, 
submitted in an IDS on October 23, 2001 at sheet 4 of 5, copy also enclosed), states that 
"bandwidth constraints still rule out video and limit audio use." Accordingly, the skilled artisan 
would not have combined the teachings of Tsevdos with the first eShop Business Wire article, as 
asserted by the Examiner, because the skilled artisan would have known that the eShop 
technology would not allow preview of video recordings as required by the claims. In view of the 
reasons discussed above, applicant submits that claims 21, 23, 24, 26-29, 34, 38, 53, 56, and 59 of 
the present application are not obvious over the combination of Tsevdos and the eShop Business 
Wire article, as asserted by the examiner. Withdrawal of this rejection is requested. 

In regard to claim 23, applicant submits that Tsevdos does not teach a central storage 
device comprising a plurality of CD-ROMS. The examiner cited Figure 1 1 of Tsevdos for 
teaching CD-ROMS as the central storage device (for storing pre-selected portions of . . . pre- 
recorded video products). However, Figure 1 1 only illustrates CD writers to produce compact 
discs with the purchased songs chosen the by consumer. Figure 11, therefore, does not teach or 
suggest the use of CD-ROMS as the central storage device that stores all of the pre-recorded 
video products. During the telephone interview, the examiner pointed to the Tsevdos abstract for 
teaching CD-ROMS. This portion of the abstract states, "The selected media for the manufacture 
and production of the digital data may be from a myriad of different selections and can include 
CD's, cassette tapes, CD ROM technology, reel-to-reel tapes, and video disks, as an example." 
AppUcant respectfiiUy submits this statement relates to the recording media used for the customer 
at the retail store, and not the "central storage device," as recited in claim 23. See for example 
Tsevdos, col. 3, lines 24-33, Figure 1 (call out no. 104), Figure 11 (call out no. 1108), Figure 12 
(call out no. 104), and Figure 13 (call out no. 1316). Each of these portions of Tsevdos shows 
recording media used by the customer purchase selected songs on the CD ROM, tape, or video 
disk. Applicants, therefore, request withdrawal of this rejection of claim 23. 
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Section 103 rejection of claims 25 and 30 

Claims 25 and 30 have been rejected under 35 U.S.C. § 103 as unpatentable over Tsevdos 
in view of the Business Wire eShop article discussed above, and further in view of Official Notice 
that SKU's were known. In regard to claim 25, the examiner references his analysis in claim 21 
and asserts that the combination of Tsevdos and the Business Wire eShop article teach all of the 
limitations of this claim. Although this claim also requires the use of a "product code," the 
examiner asserts that product codes, such as SKU's, were old and well known in the art at the 
time of the invention. The examiner, therefore, asserts that it would have been obvious for the 
skilled artisan to include in the combination of Tsevdos and the Business Wire eShop article to 
use product codes, because the use of product codes is a notoriously well known and efficient 
means to identify and keep track of the products available for preview on a web site. 

In regard to claim 30, the examiner asserts, without providing any citation to a document, 
that Tsevdos teaches a machine executable program of instructions that provides a recording 
process comprising providing the user with a record of previous previews by the user. Although 
the examiner admits that neither Tsevdos nor the Business Wire eShop article specifically teaches 
providing the user with a record of previous previews by the user, the examiner asserts that it 
would have been obvious to the skilled artisan to include in the combination of Tsevdos and 
eShop the presentation of prior usage, because it is known that infomiation that improves the use 
of a web site by a user by making searching easier will improve the usefiilness and encourage the 
buyer to return to the web site. 

Applicant respectfully traverses this rejection. As noted above, the combination of 
references is not proper. In regard to independent method claim 25, applicants submit that the 
first element of this claim requires "using a web browser process at the remote user's computer to 
establish a telecommunications link to the network web site served by a web server process" and 
"receiving through the web browser process the chosen pre-selected portion of the pre-recorded 
video products." Since these requirements are similar to the requirements of claim 21, , applicant 
incorporates herein the relevant portions of the arguments presented above in response to the 
Section 103 rejection of claim 21. Withdrawal of this rejection is requested. 

In regard to claim 30 (which depends from independent computer system claim 26), 
applicant submits that the examiner is using impermissible hindsight reconstruction to deem 
obvious the recited element of "a machine executable program of instructions that provides a 
recording process comprising providing the user with a record of previous previews by the user." 
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Although this feature is commonplace today in 2005, this feature was not obvious in 1995-1996 
during the infancy of the World Wide Web. As the examiner admits, neither Tsevdos nor the 
eShop Business Wire article teach or suggest this feature. Applicant also incorporates herein the 
arguments presented above in response to the Section 103 rejection of claim 26, from which claim 
30 depends. Applicant, therefore, respectfully requests withdrawal of this rejection. 

Section 103 rejection of claims 22, 31-33, 35-37. 52. 54. 55, 57. 58 and 60 

Claims 22, 31-33, 35-37, 52, 54, 55, 57, 58 and 60 have been rejected under 35 U.S.C. § 
103(a) as unpatentable over Tsevdos in view of eShop and further in view of the Internet 
Shopping Network (article from appHcanf s IDS dated 12/28/01). The examiner acknowledges 
that Tsevdos and eShop both do not specifically mentions that the information gathered is a rating 
of the video product. However, the examiner relies on ISN for providing users with the option to 
rate their music and have the information available online for consumers that prefer to browse 
music that is popular by other listeners. The examiner, therefore, asserts that it would have been 
obvious to a person having ordinary skill in the art to include in Tsevdos/eShop rating the videos, 
because it was well known in the art at the time of the invention that the more specific the 
information is the more effective it is for the marketer to narrow the presentation of marketed 
products. 

Applicant respectfully traverses this rejection. All of these claims depend directly or 
indirectly from independent claims previously rejected under Section 103. For example, claims 
22, 52, and 54 depend directly or indirectly from independent method claim 21; claims 31-33 and 
55 depend directly or indirectly from independent computer system claim 26; and claims 35-37, 
57, 58, and 60 depend directly or indirectly from independent computer system claim 34. 
Applicant, therefore, incorporates herein the arguments in regard to the improper combination of 
Tsevdos and the eShop Business Wire article presented above in response to the Section 103 
rejection of independent claims 21, 26, and 34. 

Furthermore, in regard to the Internet Shopping Network, the Internet Shopping Network 
utilized the iStation Online and was not operational in 1995. In relation to the iStation Online, the 
Applicant respectfully directs the examiner to an Order Denying Defendants' Motions for 
Summary Judgment, December 12, 2001, U.S. District Court for the Northern District of 
CaUfomia (copy enclosed, submitted in an IDS submitted on January 16, 2002). This order 
addresses an attempt by the defendants to show that (i) the iStation Online was made public in 
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April 1995 at an Internet World Convention and (ii) a variation thereof was offered for sale in 
October 1995. (See Order at pp. 6, 10 and 11.) The Court denied both motions. (See Order at 
pp. 8, 9, 16 and 17.) The Court relied on testimony that the iStation Online prototype 
demonstrated at the Internet World conference did not have a telecommunications link, did not 
allow sampling, did not allow purchasing, and could not uniquely identify users or track their 
activities. (See Order at pp. 7 and 8.) The Court also relied on testimony that the Strawberries 
site and the worldwidemusic site was not accessible via the Internet, and did not relate activities 
to a particular user. The Internet Shopping Network article, therefore, described a system that 
was not enabled to provide any type of rating, since it was not even connected to the Internet. 

Lastly, applicant respectfully points out that the Internet Shopping Network article does 
not teach or suggest the preview of a video. For the reasons discussed above, applicant 
respectfully submits that claims 22, 31-33, 35-37, 52, 54, 55, 57, 58 and 60 are not obvious over 
Tsevdos in view of eShop and further in view of the Internet Shopping Network. Withdrawal of 
this rejection is requested. 

Conclusion 

In view of the remarks provided herein, it is respectfully submitted that the pending claims 
are in condition for allowance. Applicant respectfiilly requests reconsideration and allowance of 
these claims. If there are any additional charges, please charge them to our Deposit Account 
Number 04-0822. 



Respectfully submitted, 
DERGOSITS & NOAH LLP 



Dated: May 26, 2005 




Reg. No. 31,243 



Enclosures. 

DERGOSITS & NOAH LLP 
Four Embarcadero Center, Suite 1450 
San Francisco, CA 941 1 1 
(415) 705-6377 
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HBADLINBi eShop NAMES FIRST PAimiBRS FOR ONLIMB RBTAXLINC} SBRVICS 

B(X}Y: 

eShcp Inc. took the wraps off its online shopping technology at the 
Interactive Services Association conference in Boston two weeks ago, and 
announced technology and retail partners for its service. 

The codopany offers a eonqplete electronic retailing package, which includes 
design tools for storefront creation, a free browser for secure World Wide Web 
credit card purchasing and a back*end management system to handle order 
processing and other merchant marJceting activities. 

Spiegel, Tower Records, 1-800-FLOWBR3 and The Good (3uy8 will be among the 
eShop mall's first consumer^oriented merchants when the system goes live in the 
fourth quarter this year. QB Capital's Commercial Equipment Financing unit will 
launch a business- to-business Web service under eShQp*s Mall Hosting Platform 
service. GE Capital invested in eShqp last January' (IISR, Jan. 27, p. 18). 

Ket scape Communications Corp. is the first browser coanpany to annouface it 
will bundle the eShqp client with the commercial version of Netscape, but eShop 
President and Chief Operating Officer Will Poole e^qpects other deals with 
browser companies and the online services to be announced in the next few 
months. The eShop client is available for free downloading and includes 
encryption technology licensed from RSA Data Security Inc. for secure credit 
card transactions. 

Consumers to Have Free Connection 

A direct version of the eShop browser also will be available to connect to 
the mall users who do not have web access. eShop is working with Portal 
Information Hetwork to give consumers the free connection, and also to host 
eSh^*8 servers from Sun Microsystems Inc. 

While Web-based malls such as the Internet Shopping Ketwork subscribe to the 
mass merchant approach, eShop plans to keep its mall small, with five to 10 
initial stores online, Poole said. "Our goal is to build a much richer, engaging 
environment using our technology,* he said. 
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The eShop technology includes Chree conponente: Browser, Builder and 
Warehouse applications. The eSh^ Builder is a Windows-based graphical user 
interface that lets merchants create both 3-D and 2-D online stores. Builder 
includes eShop*s ShopScript authoring language^ which can creata intelligent 
promotional capability that can be tailored £or individual users* Based on user 
profiles or previous shopping experiences, ShopScript -created "shopping 
assistants" can offer tailored prostotionsr such as digital coi^ons, to mall 
shoppers. 

Warehouse Application Keeps Trade 

The promotional capability also is built into the back-end warehouse 
application, which keeps track o£ past purchases, allows initial , shopper 
registration and customises electronic colons for personal preferences. The 
eShpp system tracks shopping behavior information and demographics, and can 
generate reports for cooqpanies based on user patterns, Poole said. It also 
computes tax and shipping charges in real time, based on preferences specified 
by the merchant, to give a buyer the total charges up frmt. 

Warehouse manages orders, by checking for valid credit cards and that the 
requested products exist or realistically can be created according to the user^s 
specifications. Orders are sent via electronic data interchange (BDI) , 
electronic mail or fax frcm the eShop system to the retailer for fulfillment. 

eShop's technology and management will be provided to third parties \uider its 
Mall Hosting Platform. OB will be managing its business -to*business mall 
through this platform. 

aShop touts its service as a multimedia e^cperience, but bandwidth constraints 
still rule out video and limit audio use. Instead, the mall sports full -screen 
graphics through image compression and caching technology « One advantage is 
that once a mall site is downloaded, the images are stored on a user's hard 
drive, meaning that only storefront updates need to be retransmitted on future 
visits instead of entire store graphics, Poole said. 

Revenue Fran Sales Will Keep Costs Low 

eShop will look for revenues from a percentage of sales instead of high fees 
for the tooX8# Poole eaid. The percentage of sales in the eShop mall will vary 
by industry, depending on the different margins and business models for eaCh 
merchant, he said. For its Mall Hosting service, eShop will charge a larger 
up- front fee for the tools but take a smaller percentage of transactions. 

Poole expects business-to-business sales to stir up more revenue but less 
volume in the near term until more consumers embrace online shopping. 

The eShop technology was licensed by AT(T Corp. for uss in its PersonaLink 
Harket Square, an online shopping service for personal digital assistants 
scheduled for launch by the end of the year. eShop also teamed with Intel Corp. 
for a demonstration of isShop's technology on cable modems, and the Qaa^BXSf 
be involved in cable modem-based online trials in 1996. 

eShop can be reached at (41S) 573-7770* 
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ORDER 



RECEIVED 

DEC 1 ^ ZG01 

RONGUTTMAN 



On October 12, 2001. the Court heard argument on two 
notions for summary judgmenc of invalidity of patent no. 
),9S3,916 ("916 patent-) under the on-sale bar of 35 U.S.C. S 
L02(b) . These motions were brought by defendants Liatan.cem, 
:nc. I "Listen. com") and Entertaindom, LLC .("Bntertaindom*; 
iollectively referred to as -defendantB") . Ronald E. Outtman 
ippeared on behalf of plaintiff intouch Group, inc. 
"intoueh"). Daniel Johnson, Jr. and Sean Debruine appeared on 
lehalf of Listen. com, and Charles K. Verhoeven appeared for 
fttertaindom. Having considered the arguments of counsel, the 
apers submitted, the applicable law, and the record in this 
ase, the Court hereby denies defendants' motions for summary 
udgment . 
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Z. BACKGKOTTin} 

A. Paefeual B;^c1cerrQund and PrnrM ural glcrnrv 

mtouch is the assignee of ch'e '916 patent, entitled 
"Network Apparat-us and Method for Preview of Music Products and 
Compilation of Market Data." The 'S16 patent describes an 
Internet web site that allows usara to preview and purchase 
music on-line and at the same time collects information for 
market research purposes. The patent lists Joshua D. Kaplan as 
the inventor, and has a filing date of October 31, 1996. 

Defendants Listen. com and Entertalndora each moved for 
summary judgment, asserting that che '916 patent is invalid due 
to the statutory limitation of 35 U.S.C. § 102(b), commonly 
referred to as the "on-sale bar." Plaintiff opposed these 
motions, and oral argument was heard on October 12, 2001. 
6 . Legal Standard 

1. Summary Judgment 

The Federal Rules of Civil Procedure provide for summary 
judgment when "the pleadings, depositions, answers to 
interrogatories, and admissions on file, together with the 
affidavits, if any, show that there is no genuine issue as to 
any material fact and chat the party is entitled to a judgmeat 
as a matter of law." Pad. R. civ. p. 56(c). 

Summary judgment is appropriate when the party with the 
burden of proof cannot meet its burden, or if there are no 
factual disputes which require resolution by a trier of face. 
Sflft Matsushita Elec. Indus. C o. y. gonjth Radio Corp. . 475 U.S. 
574, 586-537 (1986) . Rvie 56 does not permit the Court to sit 
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as a crier of face. ' if there are factual disputes, tha trier 
of fact must resolve them, Sge Anderson v TAbergv T.^>.Ky , 
ln£., 477 U.S. 242. 249 (198S) . Accordingly, the Court cannot 
make credibility decermlnatlons or weigh evidanea, and tnuat 
draw all inferences in favor of the non-movlng party. UL 
"A patent is presumed to be valid, 35 u.S.C. § 282 
(1994), and this presumption can only be overcome by clear and 
convincing evidence to tha contrary." Helifix t.k^. v. bi^w.t.^v ^ 
Ltd., 208 F.3d 1339, 1346 (Fed. Cir. 2000) (citing WM5 G^min^ 
Inc. V. int'l. Game Terh , , 184 F. 3d 1339, 1355 (Fed. Cir. 
1999) > . When moving for summary judgment based on the on-sale 
bar. the moving party must "establish that Uiere are no 
material facts in dispute relating to its assertion of the oa- 
sale bar. and it has to present clear and convincing evidence 
that the invention claimed in the t] patent was on sale." 
HaliffiX Ufli,. 2O8 F.3d at 1346. 

In deciding a motion for summary judgment of invalidity, 
the burden of proof must be considered. Nation.1 p..,.. 
Indust./Tnr v. Wec,r-RPM ro , „ 7S P. 3d 1185, 1189 (Fed. Cir. 
199€) (quoting ^n^sSMSQ. 477 U.S. at 254. which held that a 
heighcened standard of clear and convincing ^idence. which 
«ould be party's burden at trial, is to be considered when 
svaluacmg sufficiency of evidence on motion for summary 
judgment) . The party who has the burden of proof must persuade 
ihe court that the available admissible evidence will be 
sufficient to meet the standard necessary for judgment as a 
natter of law: "whether the evidence presents a sufficient 



3 



1 

2 
3 
4 
5 
6 
7 
8 
9 
10 

18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



NSEN.MILLEi^' ax: 310-5562920 Dec 14 j:50 P. 05 



disagreement to require submission to a jury or whether it is 
so one-sided that one party must prevail as a matter of law." 
Anderson. 477 U.S. at 251-32. 

2. The Statutory Limif.ation of 35 Vs.S.C. 6 102 f.h) 
Under 35 U.S. C. 5 102(b), an inventor is not entitled to a 
patent if the invention was on sale or in public use in this 
country more than one year prior to the filing date of the 
application. 35 u.s.c. S 102(b). 

a. "On-Sale" 

CT]he oa-aale bar applies whea two conditions are 
satisfied before the critical date. First, the 
product must be the subject of a commercial offer 
for sale .... second, the invention must be ready 
for patenting. That condition may be satisfied in 
at least two ways: by proof of reduction to ' 
practice before the critical date; or by proof that 
prior to the critical date the inventor had prepared 
drawings or other descriptions of the invention that 
were sufficiently specific to enable a person 
skilled in the art to practice the invention, 

Pfaff V. Welle Electroniea. Tnr. 52s U.S. 55, S7 (2998} . 

To determine whether there is a "commercial offer for 
sale," courts are to look to general principles of contract 
law in determining what constitutes a binding offer. Group 
One. Ltd. V. Hallmark Cards. Tnr, 254 F.3d 1041, 1047.1048 
(Fed. Cir. 2001) . In making this determination, courts should 
look closely at the language used by the parties as evidence 
of their intent. Id^. at 1046. 

b. -In PubUr ir«P» 

"Public use" is defined as "any use of the claimed 
invention by a person other than the inventor who is under no 
limitation, restriction or obligation of secrecy to the 
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inventor." Loucrh_v. Brunswick. 86 F.3d 1113, 1119 (Fed. Cir. 
1996) (quotation omitted) . Pxirther, "commercial exploicacion 

by the inventor of a machine or process constitutes a public 
use even though the machine or process is held secret." 
Kinzebaw v. Deere fi= Co.. 741 F.2d 383, 390 (Fed. Cir. 19B4) . 
m Pfa££. 525 U.S. at 63, the Court reiterated ics earlier 
holding that an inventor loses his right to a patent if he 
puts his invention into public use before filing a patent 
application, stating that " [h] is voluntary act or accjuiescence 
in the public sale and use is an abandonment of his right." 
525 U.S. at 63 (quoting Pennoclc v. Dialooue . 27 U.S. 1, 23 
(1829), which states that a bar co an infringement claim 
exists if an individual puce his invention into public use ox 
sells it for public use before he applies for a patent even 
if he is the first and the true inventor) . 

11. mscaasios 

All parties agree that October 31, 1995, one year prior to 
the filing of the '916 patent application, is the "critical 
date" for the public use or on- sale bar. Defendants contend 
that plaintiff '8 conduct prior to October 31, 1995 invalidates 
claims 1, 2. 4-11. 13 -IS. 17 and 18 of the '916 patent under 
35 U.S.C. 102(b). Plaintiff responds that defendants have not 
met their burden for sxiramary judgment because they have not 
established that the invention described in the '916 patent 
was in public use or on sale before that date, according to 
the requirements of pfaff . 
\\\ 



I 

2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 

13 
14 
15 
16 
17 
IS 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



INSEN.MILLfr*- Fax:310 -5562920 Dec 14 /""">. i3:51 P.07 



k. Public Use. 

latouch created two separata prototypes that vrara 
displayed to the general putlic prior to October 31. 1995, and 
are alleged by Entertaindon co have embodied che elements of 
claims I, 2, and 5-7. The 'iStation Online" prototype was in 
public use at the April I99S Internet World convention, a 
trade show. A press release dated April 11, 1995 describes 
Che features of the "iStation Online" and a letter from an 
Intouch Vice President refers to the "beta version" 
demonstrated at the April convention (presumably the iStation 
online) and states that the beta version on the World Wide Web 
"had received 47,000 'hits' ginc^ being announced in the 
second week of April." An :.ntouch business plan dated 
September 199S includes a web address for the iStation Online. 
Finally, an internal e-mnil from inventor Joshua Kaplan to his 
staff regarding a May 2B, 1995 demonscration of the iStation 
Online refers to "our www site." 

The "Strawberries prototype" was also publicly used to 
demonstrate intoueh's "virtual music store" to the CEO of 
Strawberries Music. ^ An e-mail of October l, 1995 and a 
letter of Occober 11, 1995 both direct the reoipieat to view 
the Strawberries prototype at .» particular web address. An e- 
mail from Mr. Kaplan, dated October l, 1995, requests 
information on the number of persons who visited the 



V w '^tertaJJidora's papers also refer to a "caraelot prototype" 
in pSlfrjse ^^^^ Cameloc prototype was 
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"Strawberries sites." 

Ic is undisp-utad tliat these prototypes were on public 
display prior to tHe critical date. However, intouch argues 
that these prototypes were not ready for patenting in that 
neither contained all of the elements of claims 1, 2. and s-7 
of the patent. 

In Seharroer v. earr9;i^^pTi Manugarfcurino go. 52S P. 2d 95, 
100 (6th Cir. 197S). the court held that, "a public use or sale 
which invalidates a patent must be a use or sale of the very 
invention patented, " Thus, Entertaindom must establish that 
either prototype disclosed each element of the challenged 
daitoB. Entertaindom has not met that burden. 

Intouch has raised a triable issue of fact as to whether 
these three elaments were all present in either the iStation 
Online or the Strawberries prototypes: 

1) an Internet connection (required in all independent 
claims) 

2) the ability to uniquely identify users (required in ail 
independent claims) ; and 

3) the ability to track a user's activities (required in. 
Claim 1) . 

Mr. Kaplan's deposition testimony states that the 
iStation online prototype demonstrated at the Internet World 
conference did not have a tele-communications link, did not 
allow sampling, and did not allow purchasing. Intouch also 
offers evidence suggesting that the Strawberries site was never 
connected to the Internet. 

Intouch argues that the iStation Online prototype could 
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noc yiniquglv identify the user because it only accepted one or 
two passwords, and thus could not uniquely identify users or 
track their activifci^fi. Intouch's former Vice President o£ 
Product Development stated in his deposition that the ability 
to crack a user's progress through the site was not developed 
prior to October 31, 1995.* Intouch also provides evidence 
that implies that user tracking was not available on the 
iscation Online prototype; a document dated October 24, 1S9S 
suggests that there is "major work needed" on the "info Center" 
portion of the web site. 

Entertaindom argues that summary judgment is appropriate 
because these elements were inherent in the prototypes, and 
under Nehl/Biophile Int'l Corp. v. Miinraum 192 p. 3d 13^2, 
1366 (Fed. Cir. 1999), express disclosure of each limitation is 
unnecessary. However, in Mahl/Biophil^ the court granted 
Bummaxy judgment based on prior art, a written description 
which expressly disclosed all but one claim limitation. The 
court held that the remaining limitation was impliedly 
disclosed because it was the "natural result flowing from the 
[disclosed method]" and "(nlo reasonahle juror could find 
otherwise." 192 P. 3d ae 1366. 

The evidence presented by Entertaindom would allow 
reasonable jurors to disagree as to whether each element was 
impliedly disclosed by the public displays of the iStation 



y^f^^l^ni^ill ^^^^ «^ter was specifically 

referring to the worldwidemusic web site, not the iStation 
Online or Strawberries prototypes station 
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Online and Strawberries prototypes. As a general matter, 
credibility assessments are not appropriate to summaxy 
judgment. Sgg Andergon. 477 U.S. at 249. Viewing the evidence 
in the light most favorable to Intouch, a reasonable juror 
could determine that the Entertaindom evidence wag credible and 
that some elements of the challenged claims were not present in 
the prototypes. Accordingly, the Court finds that there is a 
genuine issue of material fact as to whether each element of 
claims 1, 2, and 5-? was in public use. Entertaindom has 
failed to satisfy the requirements for summary judgment with 
respect to this issue. 
B. On-Sale Bar 

Under Pfaff, in order to invalidate a patent under s 
102(b) , the patent must be both offered for sale and ready for 
patenting before the critical date. 525 U.S. at 67. The Court 
finds that there was an indisputable offer for sale before 
October 31, 1995, but the facte conflict as to whether the 
invention was actually ready for patenting prior to the 
critical date. 

1. The Offer fog sale . 

To trigger the on- sale bar, the deeerrainlng factor is 
whether the invention was offered for sale, not whether it was 
able to be produced at the time of the offer. Roboeie vi-gi^j l 

gygten^, Tne. v. view Enqin^^r-iT.Q. Tn^ 249 F.3d 1307, 1311 
(Fed. Cir. 2001) . Whether a commercial offer for sale was made 
is evaluated by "Cajpplying established concepts of contract 
la*'-" Group One, r.r.d. v. ffa llmarle garrf^ , Tp^ 254 P. 3d 1041, 
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1047-1048 (Fed. Cir. 2001). In making this determination the 
court should "look closely at the parties' language- to 
determine their intent, id^ at 1047-1048. 

After reviewing the evidence, the Court concludes that 
defendants have eetablished that intouch made a conunercial 
offer for eale in letters to Strawberries Music dated October 
i. S, and 9, 1995. 

The October 4 letter begins with the language: .'the 
eollowing is a summary of our proposal for establishing and 
managing a Strawberries virtual store on the Intex^et," The- 
Letter refers to a July u. 1995 letter which details the 
:eatures of the product offered by Intouch. The October 4 
Letter sets out the development and management fees for 
providing this product, as well as royalty arrangements and the 
:erTn of the service agreement. The letter concludee With a 
lemonstration of willingness to enter into an immediate 
.greecnenr for sale: -these terras represent our beet and final 
if^. we need to reach an agreement on the Strawberries 
irtual atore by the close of business tomorrow. - 

The October S letter restates the terms of the agreement, 
pecifies certain conditions subsequent, and concludes with the 
ollowing language: -To indicate your acceptance of these 
.rms. please sign this letter in the space indicated below and 
IX it to our office. ^ The letter contains a signature block 
^th the heading -Agreed to and Acknowledged in Pull- above a 
Lgnature line for Strawberries Music. 

The October 9 letter, bearing the reference line 

10 
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"Commitment Letter [,]•' again details the terms of the proposed 
agreement:, and includes specific instructions as to how the 
recipient may -indicate [his] acceptance of these cerros-'. 

The letters satisfy the basic requiremeacs for a valid 
offer under traditional contract principles, intouch's 
contrary arguments regarding the parties subjective intent to 
enter into an enforceable agreement, the manner of acceptance, 
and the negotiation of subsequent agreements are inconsistent 
with basic contract principles. Intouch's arguments do not 
alter the fact that these letters represent an offer for sale. 

Defendants have conclusively established that there was a 
valid offer for sale prior to the critical date. However, to 
be successful in their motions for summary judgment of 
invalidity, defendants must also satisfy the second prong of 
the Pfaff test, readiness Cor patenting. 

2. Readinesfi For Pat-i=>n^ -;r.^ 

A party can prove chat aa invention is ready for patenting 
in at least two ways: - [ij by proof of reduction to practice 
before the critical date; or t2] by proof that prior to the^ 
critical date the inventor had prepared drawings or' other 
descriptions of the invention that were sufficiently specific 
to enable a person skilled in the art to practice the 
invention." Pfaff . 525 U.S. at 67. 

a- Reduction cq Prag!!'ii-.e 

Entertaindom argues that prior to the critical date, 
Intouch created two separate web sites which reduced to 
practice each of the challenged claims. It points to the 
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serawberrles prototype, as well as a web site launched in 
November 199S at the URL www.worldwidemusic.com (the 

"worldwidemusic" site) , claiming that these sites represent a 
reduction co practice of claims 1, 2, and S-7 of the '9i6 
patent. 

Entertaindom puts forth evidence, in the form of 
deposition testimony, which suggests that these two. web site: 
1) allowed users to remotely log into the web servers, 2) 
requested a user name and password, 3) allowed users to choose 
a music sainple, 4) allowed users to receive a ntusic sample, and 
S) allowed users to interactively preview the music sample. 
Further, the evidence suggests that the Strawberries site also 
allowed rating of samples and identified music by produce code. 

latouch invokes its earlier argument, that neither the 
Strawberries site nor the worldwidemusic site of fered all of 
the elements of the '916 patent, in support, Intouch puts 
forth the deposition testimony of a number of intouch en^loyees 
as well as a third party, suggesting that access to these sites 
was not available via the Internet. Deposition eeseimony also 
suggests that these sites did not require a user password, did 
not relate activities to a particular user, and iaeked 
purchasing capability. Further, Intouch offers deposition 
testimony that suggests that the Strawberries site did not 
allow ratings and could not provide a user history, and that 
"rating- and "user tracking" were not implemented on the 
worldwidemusic site prior to October 31, 1995. 

Although the evidence offered by Entertaindom supports a 
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sufficiently specific; che employee "ultimately completed the 
software program pursuant to [the inventor's) description of 
the invention.'" id^ 

In the same vein, Bntertaindora argues by inference that 
because Mr. Kaplan, the sole inventor of the '916 patent, is 
not a software programmer he muse have disclosed his concept to 
Incouch progrraramers in order to reduce the invention to 
practice. Contending that ths worldwidemusic site was an 
embodiment of the patent and was launched in late Movetnber or 
early December 1995, Entertaindom reasons that Mr. Kaplan 
necessarily raust have provided an enabling discloeure o£ hie 
invention prior to October 31, 1995. 

Entertaindom provides no conclusive evidence that the 
invention was sufficiently described before the critical date. 
Entertaindom offers the deposition of Randy Adams, the CEO of 
Internet Shopping Network (ISN) . who met with Mr. Kaplan to 
diacuas a Joint venture between intouch and iSN. Mr. Adams 
stated that at one of the initial meetings, Mr. Kapl«w drew 
"boxes and arrows and lines and things like that" which 
"communicated the concept between hia iStation to [ISKl clearly 
enough so that we understood the - his contribution and was 
able to integrate it into something whidh we implemented. - 
However, other than Mr, Adams' bare assertion, Entertaindom has 
not put forth additional evidence supporting this claim. 

Similarly, Entertaindom provides the declaration of Kurt 
Hunter, Intouch 's former Vice President of Product Development, 
who asserts that Mr. Kaplan's descriptions of the products were 
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sufficiently detailed go that ISN was able to create "an 
operational prototype for downloading nmsic samples in reepoose 
to user's requests in accordance wibh his specifications." 
Hunter Declaration at t 12. Mr. Huncer goes on to state that 
the incouch team was able to create an "operational vreb site 
Chat included the features that Josh Kaplan had described to 
[himi." Id. 

Mr. Hunter's eonelusory declaration does not rise to the 
level of the evidence presented io Robotics . An issue of fact 
exists as to whether these "operational prototypes" contained 
all of the features of the challenged claims. SfiS Rook v 
(puaker Oacs, 681 F.2d 649, 654 (9th Cir. 19B2) (concluding that 

a working prototype did not necessarily indicate the stage of 
complecion of an invention). Further, Mr. Hunter's" declaration 
does not specify which features Mr. Kaplan described.. In 
short. Bntertaindom has not put forth evidence of the same 
clear and convincing weight found in Robotiea . 

Liscen.com also fails to establish that the challenged 
claims were "ready for patenting." Liecen.com juxtaposes the 
language from the -916 patent with the language from various 
pre-critical-date documents circulated by Incouch to 
demonstrate similarities in the language, arguing chat if the 
patent is sufficiencly specific to allow one skilled in the arc 
to practice the invention, comparable descriptions in the 
earlier incouch documents must also be sufficiently specific to 
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allow for the practice of the invencion.* However, Listen. coin 
has not put forth any evidence of how a person skilled in the 
art would interpret the Intouch documents, while the '916 
patent has an inference of validity, and thus an inference that 
the language is gufficlently enabling under 35 U.S.C. 282, the 
similar language in the Intouch documents receives no auch 
benefit. 

As stated above, in a motion for summary judgment, the 
moving party must put forth clear and convincing evidence that 
the pre-critical date descriptions were BUfflieiencly specific 
to allow one skilled in the arc co practice the invention. See 
HsUfix Lt<^, , 208 F.3d at 1346. Defendants have not met this 
burden. Defendants offer only fragmentary evidence and 
inferences that the invention embodied in the challenged claims 
was sufficiently described to make it ready for patenting prior 
to the critical date. 

In sum, defendants have not established clear and 
convincing evidence that the pre-critical datd descriptions 
were sufficiently specific to enable a person skilled in the 
art to practice the challenged claims. Because defendants have 

' One of the documents presented by Listen.com is the 
^iS'^^'^u??-^ evidentiary objection relZting to it? 
adnussibilxty. The Court defers ruling on this obiecrion ann 
may allow the parties further- oppoSuSty to weSen^ aiS^pJ?* 
Zt^r f^'rT^ Without limitgg ^IXture^'^SSg S^f " 
matter, the Court notes that at this time it appears chat Liv 
attorney- client privilege which may have origiSll^aStchS to 
thas document has since been waived by its sSsequJn? noS- 
confidential circulation . At this tiSe it is sulficiJ^rto 
al2r'?he cS^^'s'SuSa'" -clusion.of this documeS^ouJd not 
juS^nt ^ ^ pending motions for summary 
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not clearly and convincingly established chat the invention was 
"ready for patenting" under the second prong of the Pfaff test, 
their mccions for summary judgment are denied. 

III. COtrCLUSION 

Por the foregoing reasons, the Court hereby DENIES 
defendants' motion for summary judgment based on public use. 
Viewing the evidence in a light most favorable to laoutch, it 
is not possible to determine whether the publicly used 
prototypes demonstrated a year prior to the critical date 
embodied all elements of the <916 patent. 

The Court also DENIES the motions for summary judgment 
based on the on- sale bar. Although Intouch made an offer for 
sale prior to October 31, 1395, the evidence is insufficient to 
establish that the invention was ready for patenting at that 
time. 

IT IS 50 ORDERED 
Dated: Dacembar . 2001 



D. Lowell Jensan 
United States District Judge 
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